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DETAILED ACTION 

1 . This action is responsive to the following eommunications: the application, filed 1 999- 

2. The disposition of claims is as follows: 1-43 (pending); 1,1 1,23, and 34 are independent. 

3 . The group art unit of the Examiner handling your case is 2122 . Please usp the most 
recent art unit information in order to assistius in responding in a m 

4. The following is ;a:quotation of the second paragraph of 35 U.S.C. M2: 

The specification shall conclude with one or morexlainis particularly-pointing. oiit and 
distinctly claiming the subject matteii which as hisrinvention. 

Dependent claims not explicitly discussed, infra, are rejected based on their dependency 
on a rejected base claim. 
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5. Claims 1-22, and 27-32-rejected imder 35 U,S,C..l 12, second paragraph, as being 
indefinite for failing to particularly point out jnd 4i^|tine claimfthe subjecilinatter which 
applicant regards as the invention. ■"-'■....y-,.-... ^ " : ; > 

6. Per indep&derft claims 1 &f4y.andke{)ende^ is~ 
repugnant to it generally accepod ni^anmg;\^p "behavior" to refer to software ' 
functions, or the resulting chpigggiii operatbn The generally adpepted 
meaning of behavior refers to the actions of a human being. When referring to software, it is 
generally used to indicate artificial intelligence. In the preserit case, the Examiner was: not able to 
uncover any artificial intelligence in the present application; Therefore, the use of the term ; 
"behavior" in the manner claimed by AppUeaint would generally cbnfuse the person of ordinary 
skill in the art (PHOSITA) as to what was being claimed. While applicant may be his or her own 
lexicographer, a term in a claim may not bei giyen a:meariiiig repugnant to the usual meaning of 
that term. See 7n re Hill, 161 F.2d 367, 73 USPQ 482 (CCPA 1947). c 

7. Claims 1-10, 12, and 34.42 are-rejected under 35 U.SX. 112, second paragraph, as being 
indefinite for failing to particularly point out.and, distinctly claim the subject matter which 
applicant regards as the invention. 

8. Per independent claims 1& 34 and dependent claim 12; the metes and bounds of 
"traditional picture frame" cannot be discerned from the disclosure. Many television sets have 
"traditional picture firames". Furthermore, the metes of "traditional" cannot be discerned. Does 



Application/Control Number: 09/458849 (SCHILLER) Page 4 

Art Unit: 2122 

this mean neo-classic and art-nouv^au picture frames would not be covered by the breadth of this 
claim? These are questions that must be clear from reading the clairns in light of the 
specification. Furthermore, what is generally considered "traditional" depends on ones cultural 
bias. . • . ^. ' > ' 

The Examiner believes that the j^phcarit is atte to claim "a framesoriiamentally 
designed explicitly to reassemble those that circumscribe piiiited photographs". The Examiner 
notes that many television franies aM^^ to those "traditionally" used for 

photographs, > r 

<^ 

9. The following is a quotation of the appropriate paragraphs of 35iJ.S.C: 1 02 that form the 
basis for the rejections under this section made in this Office action: , 
A person shall be entitled to a patent unless 

(a) the invention was known or used by others in this country, or patented or described in a printed publication 
in this or a foreign country, before the invention thereof by the applicant for a patent. 
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eiiiim Rejections - 35 USC § 103 

10. The fbllowihg is a quotation of 35 U,S;Gv lOa(a) which fbnns the ba^is for all 

obviousness rejections set forth in this Office: a ^"Y: ''^---^Z. ■ ■ S. 

(a):A patent may not be obtained though the inyentipn^ is not identically disclosed or described ailef fortHlin 
section 102 of this title, if the cSifPerence^betweeshM^^ sought to be patented ^d tlie^p*i&r ari^are 

such that the subject matter as a wKple wOuldJhave ifeen oljvdc^ at the time the invention was mad#to a person 
; -having ordinary skill in th^^art^tp^hich said^ly ect n^ ''Patentability shall not be hegatiyed by iht 

manner in which the invention was made v , : 

^ Dependency of claims has been indicated with parentheses Q. it has been used by the 
Examiner to indicate in shorthanjd tfie e:ii^MtrM^ re^ardirig the' > ; 

rejected parent claims, .■:^"V.!^',-v/- 'i,^ ^ '''/■''r.J-^'^....„Jy'', iS.-''" 

1 1 . ' Cliaims \ 3, '5, 1 If lp;>jaflcl|l|ai^^ w/ 
99/54663 published 04/1 998'to HAClwkRA Sp-G^M t.f;m / 
U.S.C. 103(a) as obvious over Wo 99/54663 published 04/1998 to HAGIWARA S YS-COM in 
view of WO 92/05^57 (04/r9?2) to OPS GLOEILAMPENFABRlEKiN! 

12. Per independent claim 1; PI AGIWARA S YS-COM discloses: A system for distributing 
data comprising: 

one or more frame devices (FIG. 6) configured to operate according to behavior 
characteristics, said one or more frame devices each having a border region modeled to resemble 
a traditional picture frame ("still image data"— ABSTRACT, element 60— FIG. 6); 
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a data repository having image data (still image data— ABSTRACT, "storage media... are 
inserted into an insertion opening 21"— ABSTRACT); ^ ■ 

an interconnection fabric.coupled to said one or more frame devices (inherent,.. "reads 
data with file number s frorii the storage media' VABSTRACT)^ fabric 
configured to relay said image data from said data repository to said one or more frame devices 
when said one or more frame devices automatically issues a request for said image data ("wheh a 
replay button 10 at an operating unit 10 is operated {sic.}, a processing unit reads datk witlvifile 
nurhbern..;"— ABSTRACT). . ^ ' ^ - ; 

Per the claimed "behavior char^Qtenstics" it is notqci^hat —storage i^Ms which stores^ 
multiple playback programs con^^ methods for the yarious data stored 

in the recording medium.;; still image da^ in 
the recording means" — page:2 • lines 1-3 and 5-7.^ ■ ■., ' 

If Applicant disagrees that the recitation is clearly on^of operating according to 
"behavior" characteristics, -is noted that it was notoriously \yell^lmownj iri the art of photo display 
to associate "behavior characteristics" with ^hpto^ by LIPS 

GLOEILAMPENFABRIKEN, wherein auxiliary software fimctions are appended to photo files 
(Abstract), which control presentation behavior of the picture (orientation" — ^page 14, lines 20- 
22; shifting — ^page 15, lines 15-16; picture processing operations — ^page 15, lines 25-32 et seq. 
and "display sequence" — ^page 16, lines 1-9; page 17, lines 2025 selection criteria — page 19, 

' As translated by Steve SPAR of the United States Patent Office 04/2001... full translation pending 
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lines 1-17; software — col. 21, lines 1-17). It would have been obvious to a Person Having 
Ordinary Skill In TheT^, i.e^,,PHO iiivehtion to combine the auxilirary 

data of LIPS GL. with the frame device of H, SYS-COM by including control information in the 
storage files 21 of H. SYS-GOM in order to allow for prdpeLorientation of picture frames and 
increased control over the presentation of the photographs as motivated by LIPS GL. 0dem to 
previous citations). 

It is noted that Applicant has chosen;tai^ fabric" in lieu of networki 

"Interconnection fabric"is deemed broader .than a network, and this "broadesf reasonable ; ■ 
interfiretatiGn" includes the connection Jbiuses connec^^ storage means 21 to CPU 3 1 of 
HAGIWARA :SyS>-CPM^eveh disclosed^er 5^. ; i 

13. Per dependent claim 1 l,^this is siibstem a niethod clairri direct:^^^ of 
independent claini 1, supra; lii drder^to avoid excessive cop the arguments regarding 
independent claim 1 are hereby incorporated via reference. Ittis noted that HAGIWARA SYS- 
COM is configured to opiprates usiiig "srnart media" delineated , i.e., memory stick like devices 
which would have been entailed, obtairiin many data sources, 
includign computers and digital canieras. . 

14. Per dependent claim 3 (1) and 5(1); HAGIWARA SYS-COM or alternatively 
HAGIWARA SYS-COM and LIPS GLOEILAMPENFABRIKEN demonstrates "wherein said 
one or more frame devices stores said behavior characteristics in one or more behavior modules" 
and "in said data vcpository'Xinherent in the operating software of HAGIWARA SYS-COM and 
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covered in the obvious rejection, supra, since the image files and operating parameters of the 
combined device would have been stored in the storage media Lwith.the pidture data — FIG. 6 of 
H. SYS-COM). 

15. Per dependent claim^i 2 (1 r)}HAGlWARA SYSrC^ HAGIWARA 
S YS-COM-ahd LIPS GLOEILAMPENFABRIKEN demonstrates claimed traditional picture 
frame (FIG. 6 of HAGIWARA SYS^COM): 

16. Per dependent claim 13(11), the device of HAGIWARA SYS-COM inherently has a 1 
unique identifier (i.e., serial number). „ _ ' i j 

17. ,Per dependent claim 1 7X1 1 ); HAGIWARA SYS-C©M ^)r^^a^^ ; 
SYS-COM atid;Ms,:GLOEpAMPS<f^ saidine or more I 
franie devices stores said^biehaviorscharatte^^^^ more behavior rnodules'X/«/ie're«r:in 
the operating software of PIAGIWARA S YS-COM and co the obvioUsTejection, supra, 
since the image' files and^operating parameters of the ebmbined device would have been stored in 
the storage media 1 with the picture data — ^FIG. 6). . 

18. Claims 15 is rejected, un(ler 35 U.S.C- 103(a) as obvibus over Wo 99/54663 published 
04/1998 to HAGIWARA SYS-COM in view of WO 92/05657 (04/1992) to LIPS 
GLOEILAMPENFABRIEKEN. 
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19. Per dependent claim 15 (11), it w^? notoriously well-known in the art to filter picture 
data, it would have been obvious to PHOSITA at the time of the invention to filter image data of 
HAGIWARA SYS-GOM in order to better>allow the.user to select xiesired-i)ibtures. 

20. Claims 2^ 4, 9, 18, and^2p-22 are i^beted undbr,35 U 103(a) as obvibus oven Wb 
99/54663 published 04/1998 to H^GIWArl^ SYSCOlyiah view of WO 92/05657 (04/1992) to 
LIPS ;GLOmLAMPE>f ABRIEkpi^ a^ fffeierdn yifew of IKEM et al, US 6, 1 1 1 ,586 A 
(08/2000), kreinafter IKEDA. T ' 

Per dependent claim 2 (it HAGIWi^ S YS-CO 
COM and LIPS GLOEIL^PENFABMI^ discloses daimfedlirteiia^^ for mahil^Ulating the 
JPEG pictures (See operation unit 1 0— ABSTRACT of HAGIWARA SYS-COM, . JPEG— page 
5, line 6; and MPEG— page 5, line 17). However, the recitation as understood w/o full 
translation fails to disclose claimed "pictjire box". It isw)ted*lhat this device is-a JPEG image 
viewer, i.e. a 'picturerfiameU which de^ technologies behind LUKlk?;'!? JPEG image 
Viewer (see supplementally cited niaterial--for reference ortly and-a better understanding of the 
technical endeavor). 

IKEDA on the other hand, demonstrates the notoriously well-known method of 
employing a photo-box to organize electronic photographs, e.g., JPEG images — see ST5, FIG. 
11., FIG. 14, col. 10, lines 49-53, col. 11, lines 16, 22-26, 34-35, 40, and 41-45; vol. 12, lines 
33). it would have been obvious to PHOSITA to combine IKEDA with the combined device 
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described in the rejection of independent claim 1 , supra, in ordefto organize the pictures of 
HAGIWARA SYStGOM and ORS in order to control order sbdicpiitent of displayed images, 
and in order to arrange the JPEG:images of tbe combined device. ^ " ; ^ >^ v 

21 . Per dependent ciaimf4 (2); iMQIWARA^S^ SYS- 
COM andiLIPS GLOEILAMPENFABI^KEN ah^ input the picture box 
mddifying the behavior characteristics (operating feed and return button... — Abstract oft 
HAGIWARA SYS-COM). Altemattyely, l^PS GLOEIL^ demonstrates 
changing viewing parameters ,pf a pfipto displs^ via ari4nput unit (page 3 ^, lines 1 1-20). 
It would have been obvious to PHOSITA to combine the operator ihte^^ of LIPS 
GLOEILAMPENFABRIKM HAGIWARA the user i 
options of the presentation tf the pho "jSf / 

22. Per dependent claim S ^2);.HAGI^^ARA^S^^ 

COM an(l LII^S G^OEILA^ thisti^irnplieif in the setting of^se|uence 

parameters in bqth HAQIWARA'kid-U^ wherein pictwes ar^ sequenced and have been 
retrieved at specified intervals i3 ff \S. r ; ; > ^^ 

23. Per dependent claim 1 8 ( 1 7) HAGI^ARA SYS-GOM and LIPS 
GLOEILAMPENFABRIKEN lacks claimed picture box to change behavior characteristics. 
However, the combined device does suggest changing behavior characteristics via user interface 
(Abstract of HAGIWARA SYS-COM and page 32, lines 1 1-20 of LIPS...). It is noted that this 
device is a JPEG image viewer, i.e. a 'picture frame'; which describes technologies behind 
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LUKIS JPEG image Viewer (see supplementally cited material-^forjeference only and a better 
understanding of the technical endeavor). 

IKEDA on the other hand, demonstrates the notoriously well-known method of 
employing a<photd-box to organize electroriiaphotographsj C^ 

11, FIG: 14, col. 10, lines 49-53, coL ll^ lines 16, 22-26, 34-35, 40, and 41-45; yoL 12, lines 
33): it would/have been obvious to PHOSH^td com^ with the combined device ^ 

described in^the rejection of indep^ent claifn iy supra, in order organize the pictiires of r ; 
HAGIWARA SYS-CONl and LIPS in order to control order and content of displayed images, 
and in ordeHo an-aiige the JPEG imsiges 

24. Per dependent claim 20 (1 8) this is iinplied by the a of 
dependent claim 18, supra, b&ause at least: some^pf t b^en 
stored by the image capture device, e.g: , orieritalion:(See;L^ ^ " 

Per dependent claim 21(18) ands22(18) this is-imphQdlin the combination eniplp^^ to 
reject dependent claim 18,isupra, since auxiliary informationrincludes sequence information as 
described above (See LIPS.;! page lS/ lines 30-32;:page^^^ 17, line 20 et 

seq.y ' ' .. . . 

25. Claims 6 is rejected under 35 U.S.C. 103(a) as obvious over Wo 99/54663 published 
04/1998 to HAGIWARA SYS-COM in view of WO 92/05657 (04/1992) to LIPS 
GLOEILAMPENFABRIEKEN, and furhter in view of WO 99/04342 Al (01/1999) to WEBTV. 
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26. Per dependent claim 6 (5)r HAGIWARA SYSrCOM or altematively HAGIWARA S YS- 
COM and LIPS GLOEILAMPENFABmKE>Lfails to demonstrate d said one or 
more frame devices periodically obtains an update for said one or more behavior modules by 
obtaining said-behavior characteristics fi^bm said data reposftoryv V w^^^ oh the other hand, 
demphstrates updating both still .images and firmware over a network (see ABSTRACT, page 11, 
lines 30-34). It would have been obvious to PHOSITA at the time of the invention to modify 
HAGIWARA SYS-CONl and LIPS GLOEILtVMPENFABRIKEN to obtain both pictures.and 
firmware over a network in order to allow f^^ to share photos and in order to provide the 
latest software upgrades to the cbrntihed de^ rhodi]^ the' ' 
cpmbmed deviicfe sto a;n5etwQrfc,>^¥)uld hayc comerfr^ the Filturi|'', which 
describes a picture frame ifor shariiig.faimily^^ over a'"famiiy network". Thus, as' cari be 
seen by Philips, the motivation for iriodifjdng HAGIWMa SYS-CO 

GLOEILAMPENFABRiKEN to transmit pictures over a netvyork (and .correspondihgly firmware 
updates as taught by WEBTV™) would have been to reduce feelings qf^^pMation a^^ isolation 
by sharing family photos(and consequently f rmwarei as w^ to do with 

networked appliances) over a "family network". 

27. Claims 7 and 19,are rejected under 35 U.S.C. 103(a) as obvious over Wo 99/54663 
pubUshed 04/1998 to HAGIWARA SYS-COM in view of WO 92/05657 (04/1992) to LIPS 
GLOEILAMPENFABRIEKEN and fiirther in view of IKEDA et al, US 6,1 1 1,586 A (08/2000), 
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hereinafter IKEDA and ANONYMOUS, "Visions pf the Future," iB/ar/cw/w, Neatherlands: V+K 

Publishing^o. ISBN 90 6§m59%a^, 12-13, 12/1996 (reprinteri998). . 

28. Per depended claini J (2)^^H^ 

This was notoriqiisly weU-kaiown imt^JieB^pf neibwri^^ 

lacks^the recitatiohof hooking up its pi<: and LIPS 

GLOEIL AMPENF ABRIKEN, on the other hand; demonstrates the notoriously weUMaiovyn, 

niethod^f connecting atoultiniidia devic^^^^^ 8). " It would have been obvious tp 

PHOSITAat the time of the inyentipn to modify HAGIWARA SYS-COM anclLIPS | - 

GLOEILAI^PENI^ABRIKEN 

allow families to sharc photos tp the^ combined device pf claim 1 ; iphie motiy atiph tP modify the 
combined device to a network would have ppme from PhiU "Visions of the Future", which 
describes a picture frame for! sharing family^ p network". %Fhus, as can be 

seen by PhiUps, the motivation for modifying HAGIWARA SYS-COM, LIPS f , 

GLOEILAMPENF ABRIKEN and lKEDA to transmit pictures over a netwPrlc would have been 
to reduce feeUngs of separation and isolation by sharing family photos over a "family network". 
The claimed "user authentication" would have been ^p in Hght of networking the combined 
device of claim 1 in order to prevent misidentification of the user on the network and potential 
"security" breaches of embarrassing family photos being sent to strangers' frame devices. 
29. 
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30. Per dependent claim 1 9(1 8); HAGJWARA S YS-COM in the pombination described, 
supra, fails to show user authentication. This j^as notoriously well-kno^yn in the field of 
networked devices. HAGIWARA S YS-GQM k recitation of hooking up its picture frame 

to the network, arid LIPS GLOEILAMPENFABRIKEN, on the otherh^ 
notoriously welbknown methbd of connecting a rnultimedia device to a network\(FIG'8), It 
would have been obvious to PH0SITA at the^tinie of the^mvention to modify HAGIiWARA 
SfYS^GGM and LIPS GLOEIL&PENEABiai^ to obtain both pictures over a 

network in order to allow families to share photos to the combined device of claim 1. The 
motivation to modify the combined, db^v^ wjpuld hay^^jsonie fr^ "Visions^i 

of the Future" j v^hich; describes a picture ;;fifa^ family photbs over.a:"fiamily 

network". Thus, as can be sfeen^y PM^ 

COM and LIPS GLOEILAMPENFABRIipN to tr would have 

been to reduce?,fQelings of separation arid isolatiori byish&ringj^^ photos oyer af "family 
network". The ^claimed "user authentication" would have been obvious Jh light of networking the 
combined device of claim 1 in order to'prevent misidentifii^ation of the user on the network and 
potential "security" breaches of embtoassing,family.photGS being sent to strangers' frame 
devices 
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3 1 . Claim 8 is rejected under 35 U.S.C. 1 03(a) as obvious over Wo 99/54663 published 
04/1998 to HAGIWARA S YS^CiM in vie\y of (04/1992) to LIPS 
GLOEILAMPENFMI^I^N and further i^ 

hereinafter IKEDA and Wo:,^5/3 1 872-(i-l/l 99,5) to PHILIPS: ELECTRQNIGS.M N.V, 
hereinafter the PHILIPS patent publication. , > 

32. Per dependent claim 8(2); HAGIWARA SYS-COM or alternatively HAGIWARA SYS- 
GOM and LIPS GLOEILAMPENFABRIREN and.IKEDA in coiribination suggests transinifting 
input to the data repository, howevei- it is merely implied by the combination, The PHILIPS^ 
patent publication, on the other handy explic^^^^^ plaj^ing Jjaick'm^^ 

commands sent to a remote server (ABSTRACT). It would have been obvious to PHOSITA at 
the timeiof the invention to modify the Gombihed^^d^^ 

to a remote database in ordeij to feduG4^he;;processing^piC)Nw bpefate a srnall 

appliance as suggested by PHILIPS. ; , : > 



33. Claims 10, 14, and 16 are rejecte4 under 35 U.S.C. 103(a) a^ obvious over Wo 99/54663 
published 04/1998 to HAGIWARA SYS-COM in view of WO 92/05657 (04/1992) to LIPS 
GLOEILAMPENFABRIEKEN and fiirther in view of ANONYMOUS, "Visions of the Future," 
Blaricum, Neatherlands: V+K Publishing^. ISBN 90 661 1 591 2, pp. 12-13, 12/1996 
(reprinted 1998). 



# 
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34. Per dependent claim 1.0(3), HAGIWARA SYS-COM or altematively HAGIWARA SYS- 
COM and LIPS GLOEILAMPENFABRIKEN lacks sending a request to a content provider. 
Philips "visions of the future" suggests hooking a frai^^ device to a content provider, /.e., family 
network. It would have been obvious to PHQSITA to retrieve image data from a cpntent 
provider in the combined device of dependent cMm 3 , in o to reduce feelings of separation 
and isolation of family members^ . ^ 

35. ! : : P dependent qlaim 14^C1 r):HAGI^^^^ andLIPS 
GLOEILAMPENFAB^KEKlaek^^^^ with a unique identifier. However, 
this is implicit in the attachment of HAGIWkRA to network, since a device MUST have 
identified itself uniquely to a network/or !0 Philips "Visions of the Future" 
demonstrates connecting an electronic picture; frame to network" in order to exchange 
pictures. It would have beenjbbvious tG.Pp©SITA attlie; tim^ of the invention to attach 
HAGIWARA SYS-COM to a network,^ and hence associate image data with an address, because 
it was explicitly demonstrated to attach a picture frame device to a family network by Philips in 
order to reduce isolatic)n felt among family members^ - 

36. Per dependent claim 1 6(1 5)mGIWARA.S YS.G0M AND LIPS 
GLOEILAMPENFABRIKEN fails to show user authentication for the filtering of claim 15. This 
was notoriously well-known in the field of networked devices. HAGIWARA SYS-COM lacks 
the recitation of hooking up its picture frame to the network, and LIPS 
GLOEILAMPENFABRIKEN, on the other hand, demonstrates the notoriously well-known 
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method of comiecting a multimedia device to a network (FIG 8): It would have been obvious to 
PHOSITA at the time of the in\^iition to modify liAGIWARA S^^ and LIPS 
GLOEILAMPENFABRIKEN and IKEDA to obtain both pictures over a network in order to 
allow families to share photos to the combined device of claim l ; -,The moti^ the 
combined device to a network would have come from Philips "Visions of the Future", which 
describes a picture frame for sharing; faniily photbSxp network". Thus, as can be 

seen by Philips, the motivation for ntodi|ying.IiAGIWARA SYS-COM and LIPS 
GLOEILAMPENFABRIKEN to transmit pictures over a network would have been to reduce 
feelings of separation and isolatitih b)^ phot6s;Oyepa1p^ The ' 

claimed "user autheriticatiori/Vwould haye been obyio^ light of networking the combined 
device of claim 1 in prder to pirevent miiside on the rietwbrit a^ potential 

"security" breaches of ernbarrassing faimly;^p^ franie deyiees / 

37. Claims 23 -25i 27c and 29 are rejected under 35 U.S.C; 402(a) asiariticipated by Wo 
99/54663 published 0f¥I99g toHAGimRA SYS-GOM ot^ the alternative, under 35 
U.S.C. 103(a) as obvious over Wo 99/54663.published HAGIWARA SYS-COM in 
view of HEATHER NEWMAN FREE PRESS STAFF, W., "Nifty Ways You Can Soup up Your 
Machine," Detroit Free Press No. --, pp. 3E, 08/1999.. 

38, Per independent claim 23, HAGIWARA SYS COM discloses 
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computer readable program code configured to obtain image data from a data 
source ("storage media contmrung^ data." abstract - J^ S^jline 6)^computer readable 

program code configured to populate a data repository with said image data ("storage media 
containing image data— abstract); computer-readable prograni code configured to respond to a 
request for said image data by transmitting said image, data.from said data repository to one or 
more frame devices (("converted % a video^ decoder i — Abstract)^ 

: The Exa^^ believes that each and^ery elehient is identically disclosed, since / 
HAGIWARA S YS-COM inhesjently diploses software for writing and reading; iiiemory sticks: 

: If the Applicant disagree^^ with' t^ for writing^ 

to/ and reading "using a. digital camera tliat has 

compact flash cards that you caii stuff right intbxthe;J^ 
compact flash to PC connectibn deyices''--#^EA\^MAIsr^^£^^ 

obvious to PHDSITA at the time of theinvention to employ software for writing to the memory 
cards and or to the PC connection device of HAGIWARA S YS-COM Jbedause it wks explicitly 
suggested by NEWMAN anciiniplied that i% ' , 

39. Per dependent claim 24 (:23) HAGIWARA SYS-COM or alternatively H. SYS-COM and 
NEWMAN disclose all elements as previously applied in the rejection of independent claim 23, 
supra. Claimed "data source has permission to populate said data repository is inherent in the 
memory stick of H. S YS-COM because it MUST have contained code to check if the stick was 
compatible. Altematively, it would have been obvious to PHOSITA in the PC to flash 
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connection embodiment described "supra of HAGIWARASYS-GOM because it as notoriously 
well-known to check if an. application had peraiissiqn to write to a memory device before 
actually writing to it in orderjo prevent soft\yare crashes. 

40. Pfer dependent claim 25, a unique lidentifier, e,g., serial number^ is ihherehtin 
HAGIWARA SYS-COM. 

4 1 . Per dependent claim 27(23); -clairned ''behavior characteristics" are indecent in H. SY 
COM becauise it inherently has operating softAvare to operate the Buttons otherwise it wouldfnot ; 
have worked. - . 

: iPer dependent claim 29(27); t^^ . 
suggested by^the Pfc connection of tfe^ it ;^as notoriously to 

update the operating system of network ai)pliances. It would have been pbyious to PHOSITA at 
the time of the invention StqupdatejMfir^^ netv^ork in 

order to ensure the:latest OS is in the frame of H. SYS-GOM to insure Qompatibility with latest 
picture formats. - ■/ ''^^ 

42. Claims 26 and 33 are rejected under J5.U.S,C. 1 02(a) as anticipated by Wo 99/54663 
published 04/1998 to HAGIWARA SYS-COM or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Wo 99/54663 published 04/1998 to HAGIWARA SYS-COM in view of 
HEATHER NEWMAN FREE PRESS STAFF, W., "Nifty Ways You Can Soup up Your 
Machine," Detroit Free Press No. pp. 3E, 08/1999 and ANONYMOUS, "Visions of the 
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Future," Blaricum, Neatherlands: V+K P.ublishingy^QASB^W66\\ 591 2, pp. 12-13, 12/1996 
(reprinted 1998). : 

43. Per dependent claim 26(23) - the combination described in the rejection of dependent 

claim 23 fails to set forth that the unique identifier is assoeiafe^^ this 
is implied by connecting H. SYS-COM to a network, since.the fi-ame device mu^; be addressed. 
The method and motivation for putting H;rSYS-C0M was, set forth in excruciating detail above 
in this action, and therefore will not be TepNeate;d7 sine would amount to a tedious copy/ paste.] 
It would have been obvious to PHOSITA tq put H. SYS-COM on anetwork ajad'i^ address 
it in order to decrease the lonliness of iamilyiniem^^ as set fgrt^ supra! 

44. Per cfej^endent claim^33(^ thefdata being supplied 
by a content provider. Philips "visions 6£;te suggests4o6king a fiwe device tO: a / 
content provider, i.e., fimiily irietvvprk, to PHOSITA to retrieve ' 
image data from a content provider in the combined device of dependent claim^B order to 
reduce feelings of separation and isolation of family members as suggested by "Visions o f the 
Future". ' " ^ ■ ' ^-r-- , y j:;. ■ ^' ' .-■ - 

45. Claims 28, and 30 rejected under 35 U.S.C. 102(a) as anticipated by Wo 99/54663 
published 04/1998 to HAGIWARA SYS-COM or, in the alternative, under 35 U.S.C. 103(a) as 
obvious over Wo 99/54663 published 04/1998 to HAGIWARA SYS-COM in view of 
HEATHER NEWMAN FREE PRESS STAFF, W., "Nifty Ways You Can Soup up Your 
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Machine," Detroit Free Prm No— , pp. 3E, 08/1999, and further in yiew of IKEDA et al, US 
6,1 1 1 ,586 A (08/2000), hereinaftyF^KEDA ^ ^ . ,- ^ < 

46. Per dependfent claim 28 (27); H. S¥S-GOM and NEWMAN lackf an expUcif recitation of 
claimed "box" although it is suggested by the, PG to Flash Connection discussed%- NEWMAN. 
IKEDA on the other hand, demonstrates the notdripusly well-known method of e^nploying a 
ph€)to-box to organize electronic photography e.g;, :JPEG'irnages — see ST5, FIG. 11., FIG. 14," 
col. 10, iinel 49-53, coLl 1, linek'16;:22-26v ^4^35, 4()^ and 41-45; Vol. 12, lines 33). it would 
have Been obvious to PfiOSITA to" combine IKEDA with the combined deyice described in the 
rejection of independent claim 1, supr£i;4h ot^ SYS- 
COM and LIPS in order to coritrol order'and'ConteM andjin order to arrange 
the JPEG images of the combined, device. f j ' 

47. \ Per dependent claim 3,d(28)[ authentit^^^^^^^ 

and would have been irtiplicit in the combination substance of the rejection of claim 28, supra. 

48. Claims 3 1 -32 are rejected under, 3 5 U.S.C. 103(a) as obvious over Wo 99/54663 
published 04/1998 to HAGIWARA S YS-CQMin view of HEATHER NEWMAN FREE PRESS 
STAFF, W., "Nifty Ways You Can Soup up Your Machine," Detroit Free Press No. ~, pp. 3E, 
08/1999 and ftirther in view of IKEDA et al, US 6,1 1 1,586 A (08/2000), hereinafter IKEDA and 
WO 92/05657 (04/1992) to LIPS GLOEILAMPENFABRIEKEN. 
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49. Per dependent claim 31(28) and 32(31); the above combination (dependent claim 28, 
supra) lacks an explicit recitation. of claimed "intervals". However; sequencing photos in 
intervals was notoriously well-l<iown as taught by LIPS GLOEILAMPENF^WKEN, 
substantially set forth^n the rejection of independehticlaim l ,^s^ Since the method and 
motiyation for combining this^ature off IPS GLOEILAMPENFABRIKEN in H. SYS-COM 
was set forth in substantial detaili supra; %is, would amolurt "copy/ paste" that is otherwise 
obviated by this explicit incorporation by reference of that part of the rationale set forth iit 
independent claim 1 , sui)ra. Per dependent claim 32(3 1); it would have beeri obviousito 
PHOSITA at the time of the in\^htion^Qjset the ir^ of display in the conibihed de^^ 

that it was notoriously well-known in^the art at the; time of the;inventi6n"to sebtiie frame rate 
display of displayed photographs. ^ ■v^,--/-.- •- • - ^ / ^ . ' • / 

50. Claims,34-43 are rejected under,35 U.S.C. l (33(a) as being unpatentable over WO 
99/04342 (GOLDMAN) 01/1999 applied WEBTV™, in view o^DI:SANT0 et al, US 
4,742,345 A 05/1988, hereinaftefpI/SAIsJTp.^^ : i: / if ''^ / 

51. Per independent claim 34, WEBTV™ discloses: 

A method for distributing picture mail ("The WEBTV™ network services are used in 
conjunction with software running in a WEBTV™ client system to browse the Web, send 
electronic mail, and to make use of the Internet in various other ways" — page 4, lines 34-36) to 
a community ("WEB TV" — col. 4, line 30) of at least one frame device comprising (element 
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12 — FIG. 3): connecting at least one frame, device to. aninterconnection fabric 29A — FIG. 3, 
step 901 — FIG. 9), said at least one frame device haying a border region that comprises a 
traditional picture frame element 12 — ; FIG. 3); obtaining a configuration number sequence from 
a memory located in said at least one fraine device (default 800 script-^lem^ 8; 
"WEBTV™ box 10... built into television set l2"v-page 6Mines 9-10); using said configuration 
number sequence to initiate a qonnebtiori to a data server via said interconnection fsibric 
8097^FIG.8; obtaining^a localized number sequence^^ said data server 809 — FIG;; 8; 
terminating said connection to said data server 803; reconnecting to said data server vik said 
inteirconnection fabric ("direct dial, bi-^directipnal^data connection:s,29— ^age 5, linesi 5-10 using 
said localized number sequence.803— FIG. 8. 

The Examiner believes eaela arid' every cMinied element is describedfin th 
passages of GOLDMAN: However/ should AppliM^^ of ^EB'D/™ 

does not have a "traditional" frame in a rnanner consistent with Applicarit's disclosure^ it is noted 
that DE SANTO disclosed a, "frame struct^^ illustrate;d in FIG. 2 comprises a frame structure 30 
which may be formed of nietal/plastic prithe like^^ have the look of sl conventional picture 
frame such as the modem aluminum picture frames employed for photographs or the like. 
" — col. 13, lines 1 5-25. It would have been obvious to PHOSITA at the time of the invention to 
combine the Electrophoretic display of Di Santo with WEBTV™ in order to make Di Santo more 
compact and able to fit better into comers and small living rooms. 
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52. Per dependent claim 35, WEBTV™ discloses: "wherein said localized number sequence 
is stored in said memory of said frame device" (Flash memory 22b... "the application software 31 
and the OS software 32 are stored in flash memory 22b" — ^page 7, lines 33-35. 

53. Rer dependent claim: 3 6 (35)v^^^BTy™ discloses^'A^4^ said at least one^frame 
device utilizes said localized number sequerice when said localized number sequence; resides in 
said memory' (decision step 802 in combination with 809 & j803 — FIG. 8) 

54. ^ ■ P^^ 'vvhereiii said configuration numbiir K 
sequence is used when said localized number sequence does not reside in said memory' 
(decision step 802 in combination with. 809 & 

55. Per dfeperident claim data fi-om a 
data repository accessible via said iritercom^^ (WEB browser -r^page, 7, lines 27-30. 

56. Per dependent claim 39 (3 8) WEBTV™ further discloses : obtaining an onboard 
software update from said.data repository (("an optional upgrade is perfomed a^^^ 
without any input from the client system 1 — ^page 1 1, lines 30-35). 

57. Per dependent claim 40 (39) WEBTV™ fiuther : discloses :^ 'onboard sof^ update 
modifies the fiinctionality of said at least one frame device.' (client system 1 receives... 
instructions for later execution" — page 8, lines 15-20). 

58. Per dependent claim 41 (40) and 42 (41) WEBTV™ further discloses: 'wherein said at 
least one frame device determines whether said onboard software update is current' and 
'obtaining said onboard software update execute when said onboard software update is not 
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current' ("The WEBTV™ client system 1 determines... finds a download request in 
memory"page UO, lines 5-10; "upgrade is determined to be availabiein step'702..." — page 10, 
lines 22-35. 

59. Per dependent claim 43(34) WEBT^^^ f^ 

number sequence from a memory located?in said at lekst one fi-ame device occurs, automaticatlly' 
(ABSTRACT, FIG. 8). -r/'^ 

General Remarks 

60. Notwithstanding Applicant' s inyention as described in the specification, it 4^ beUeved 
that Applicant has failed to draftclaims around photo screensavers operating on a computer. 
Many monitors meet the limitation of "traditional frames'': T^^^^ is personally a\yare 
that it was notoriously well-known to distribute photos via e-mail and that is was notoriously 
well-known to employ photos as screensavers before Applicant's invention. The Examiner does 
not believe that it will be necessaiy to provide an affadavit to that effect, some of the prior-art has 
been provided to substantiate these assertions, 

When making an application "special" the Applicant is particularly urged to present 
claims that are clearly distinguished over these prior art techniques. While the "best" rejection 
was applied in the interest of "compact preosecution" it is emphasized that many of the claims 
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"read on" trading family photographs over the internet, arid using farnily photo graphs as 
screensavers. These were well-kiiown pro^^^^ ^ \ 

. PRIOR ART CITED/ NOT 

61 . The relevence of the prior aft cited; can be discerned without undo burden from readining 
the references provided ; The Examiner h provide^dditional information^ tb that 

in the PTO form 892 (attached hereto) when there is a particular reason for citing a reference 
which might otherwise be difficulat for A^ divine. 

"^tJS 5,864,387 establishes that^^ 
viewing olh a CRT over a network 7 

*US 6,167,469 discloses that it was well-known to trade photos among photo viewing 
devices over the internet to photo boxes (Abstract, ;^ Inline si 0-l'5, 35-41; col. 2, lines 1-12, 
20-25, 34-37, for example) 

* WO 00/29960 describes a product market by KODAK which has similar properties to 
Applicant's invention. The Examiner has been unable to uncover evidence of a prior sale before 
Applicant's invention. The 25 May 2000 date on this publication is after Applicant's inventiion. 
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*HAGAWARAiSYSrGOMi/'LL^ 
web page downloaded from www Mcusxom^^^ n/^.pp.l"-2, 04/2001. deseribes^in 

laymans/terms a product on sale related to the paterit p^ to H. SYS-COM. 

I : KIRSCHNER, S; K., ''ita that stiek;";i^^ Science^v^. 254 No. 2, pp. 27, 02/1 999 
describes using a niemory stickibrpictures.and pict frames. . : 
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Any response to this actiofi should be m^^ 

Gommissioner of Patents and Trademarks - > > 

WasWngton^iD.C. 2()21L ^^^^^ ' ^ " 

or faxed to 

(703)-308-905 1 (formaltcommunications intended for entry) 

Or: : ' J _ ' '-.y' 

(703)-305-9724^(;infbrmal communications labeled^PROPOSED or DRAFT) 
Harid-delivered responses should be brought to: . 
; ' Sixth Flobr Reeepti^^ust, Crys^ II, 2121 Cry starDriye, /firlin^ VA. - 



62. Any inquiry concerning this cpmmimication^ 

Examiner should be directed to Jeffrey ROSSI whose^ (703) 308-5213 . The 

Examiner can normally be reached on Monday - Friday from 0830 to 1630 EST. 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
supervisor, Mark POWELL, can be reached on (703) 305-9703. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Group receptionist whose telephone number is (703) 305-3900. 
JAR 

27 April 2001 



MARK R.POWELL 
SUPERVISORY PATE?.T EXAMINER 
GROUP 2700 



